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DETAILED ACTION 

. Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 1 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. Claim 1 1 recites an elastic member arranged between the compressor housing 
and the switching element. However, claim 5, upon which claim 1 1 depends, recites 
that the switching element is pressed against the compressor housing, implying direct 
physical contact. This precludes the presence of a member between the two, rendering 
claim 1 1 indefinite. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1 and 4-1 1 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Kimura et al (US PGPub 2004/0013544). 
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3. Regarding claim 1 , Kimura et al teach an electric compressor, comprising: a 
compressor housing (11, 21-22); a gas compression mechanism (14) accommodated in 
the compressor housing (1 1 ); an electric motor (12) that drives the compression 
mechanism (14); a motor driving circuit (41) that drives the electric motor (12); and a 
circuit cover (38) attached to an outer surface of the compressor housing (1 1 ), wherein 
the compressor housing (11) and the circuit cover (38) define an accommodating space 
(35), wherein the motor driving circuit (41) is accommodated in the accommodating 
space (35), and wherein the motor driving circuit (41 ) is attached to the circuit cover 
(38). 

4. Regarding claim 4, Kimura et al teach that the motor driving circuit (41 ) is held 
between the compressor housing (1 1) and the circuit cover (38) when the circuit cover 
(38) is joined to the compressor housing (21 ). 

5. Regarding claim 5, Kimura et al teach that the motor driving circuit (41 ) includes 
a circuit board (43) and a switching element (44a), wherein the circuit board (43) has a 
first surface (43b) facing the circuit cover (38) and a second surface (43a) located on a 
side opposite from the circuit cover (38), and wherein the switching element (44a) is 
mounted on the second surface (43a), and wherein, when the circuit cover (38) is joined 
to the compressor housing (1 1 ), the switching element (44a) is pressed against the 
compressor housing (21 ). 

6. Regarding claim 6, Kimura et al teach that an adjusting member (46-47) is 
arranged between the circuit cover (38) and the circuit board (43), and wherein the 
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adjusting member (45) adjusts force with which the switching element (44a) is pressed 
against the compressor housing (21). 

7. Regarding claim 7, Kimura et al teach that the adjusting member (46-47) includes 
a circuit board support member (47), and wherein the circuit board support member (47) 
is located on a part of the first surface (43b) of the circuit board that corresponds to the 
switching element (44a). 

8. Regarding claim 8, Kimura et al teach that the circuit board support member (47) 
is made of resin (paragraph 36). 

9. Regarding claim 9, Kimura et al teach that the adjusting member (46-47, 51) 
includes a spacer (46, 51) arranged between the circuit cover (38) and the circuit board 
(43). 

10. Regarding claim 10, Kimura et al teach that the spacer (46, 51) is a selected one 
of a plurality of spacers that have been prepared in advance, wherein the spacers have 
different thicknesses (paragraph 47). 

1 1 . Regarding claim 1 1 , Kimura et al teach an elastic member (45) arranged 
between the compressor housing (21) and the switching element (44a). 

The applied reference has three common inventors with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
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either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 . 1 31 . 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall hot be negatived by the manner in which the invention was made. 

13. Claims 1,4-9, 12, and 14-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ikeda (US PGPub 2002/0025265), in view of Henein et al. 

14. Regarding claim 1 , Ikeda teaches an electric compressor (10) comprising: a 
compressor housing (1, 51-52); a gas compression mechanism (60, 70) accommodated 
in the compressor housing (51-52); an electric motor (80) that drives the compression 
mechanism (60, 70); a motor driving circuit (2-4) that drives the electric motor; and a 
circuit cover (6) attached to an outer surface (1) of the compressor housing, wherein the 
compressor housing and the circuit cover define an accommodating space, wherein the 
motor driving circuit (2-4) is accommodated in the accommodating space. Ikeda does 
not teach that the motor driving circuit (2-4) is attached to the circuit cover. Henein et al 
teach that their control apparatus (3) is attached to the circuit cover, and that this 
creates a modular apparatus that is inexpensive to manufacture (col. 1 , In. 32-36, Fig. 
3). Therefore it would have been obvious to one of ordinary skill in the art at the time of 
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the invention to modify Ikeda's compressor to attach the motor driving circuit to the 
circuit cover in order to reduce manufacturing costs. 

15. Regarding claim 4, the combined references teach the limitation that the motor 
driving circuit is held between the circuit cover and compressor housing when the circuit 
cover is joined to the compressor housing. 

16. Regarding claim 5, the combined references teach the limitation that the motor 
driving circuit includes a circuit board (see drawings in either reference) and a switching 
element (Ikeda, paragraph 4, lines 5-1 1 ) and that the circuit board has surfaces facing 
towards and away from the circuit cover. The combined references do not explicitly 
teach that the switching element is attached to the surface facing away from the circuit 
cover, or that it is pressed against the compressor housing when the circuit cover is 
joined to the housing. However, Ikeda teaches that "heat generated by inverter 2 of 
drive circuit 4 is absorbed by lower temperature refrigerant gas through partition wall 
1b," (paragraph 18, lines 3-5), and conductive contact between the switching element 
(inverter) and the compressor housing would have increased the cooling effect on the 
switching element. Therefore it would have been obvious at the time of the invention to 
one of ordinary skill in the art to arrange the switching element on the circuit board such 
that it was attached to the face opposed from the circuit cover and was pressed against 
the compressor housing when the circuit cover was assembled to the housing. 

17. Regarding claim 6, the combined references teach the limitation that an adjusting 
member (either Ikeda's resin 100' or the circuit board supports of Henein et al) is 
arranged between the circuit cover and the circuit board, and if the switching element 
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were pressed against the housing as above, the adjusting member would adjust force 
with which the switching element presses against the compressor housing. 

18. Regarding claims 7-8 Ikeda shows, in Fig. 2, a body of resin 100'. This body of 
resin functions as a circuit board support member, and is located on a part of the 
surface of the circuit board facing the circuit cover which corresponds to the switching 
element, meeting the limitations of claims 7-8. 

19. Regarding claim 9, the supports shown in Fig. 3 of Henein et al which join the 
circuit board to the circuit cover constitute a circuit board support member and, in 
particular, spacers. 

20. Regarding claim 12, the combined references teach a method (Henein et al, col. 
1 , In. 32-35) of assembling an electric compressor having a compression mechanism 
accommodated in a compressor housing, wherein the compression mechanism is 
driven by an electric motor to compress gas, the method comprising: attaching a motor 
driving circuit for driving the electric motor to a circuit cover; and joining the circuit cover, 
to which the motor driving circuit is attached, to an outer surface of the compressor 
housing such that the compressor housing and the circuit cover define an 
accommodating space for accommodating the motor driving circuit. 

21 . Regarding claim 14, the combined references teach that the motor driving circuit 
is held between the compressor housing and the circuit cover when the cover is joined 
to the housing. 

22. Regarding claim 1 5, the combined references teach that the motor driving circuit 
includes a circuit board and a switching element, wherein the circuit board has a first 
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surface facing the circuit cover and a second surface located on a side opposite from 
the circuit cover, and wherein the switching element is mounted on the second surface, 
and wherein, when the circuit cover is joined to the compressor housing, the switching 
element is pressed against the compressor. For detailed discussion, please see the 
above treatment of claim 5. 

23. Regarding claim 16, the combined references teach the limitation that an 
adjusting member (either Ikeda's resin 100* or the circuit board supports of Henein et al) 
is arranged between the circuit cover and the circuit board, and if the switching element 
were pressed against the housing as above, the adjusting member would adjust force 
with which the switching element presses against the compressor housing. The step of 
arranging that adjusting member is implicit in its presence in the disclosed structure. 

24. Claims 10-11 and 17-18 are rejected under 35 U.S.C. 103(a) as being obvious 
over Ikeda in view of Henein et al as applied to claims 1,4-9, 12, and 14-16 above, 
further in view of Kimura et al. 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) might be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
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in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal disclaimer 
in accordance with 37 CFR 1 .321(c). This rejection might also be overcome by showing 
that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a rejection under 
35 U.S.C. 1 03(a). See MPEP § 706.02(l)(1 ) and § 706.02(l)(2). 

Regarding claim 10, the previously combined references teach the use of a 
spacer between the motor driving circuit and the circuit cover. The combined 
references do not teach that the spacer is a selected one of a plurality of spacers that 
have been prepared in advance having different thicknesses. Kimura et al teach that 
"the thickness of the spacer 51 is selected... from the prepared spacers 51 having 
various thickness, and the selected spacer 51 is interposed between the motor drive 
circuit 41 and the cover member 38" (paragraph 47, lines 10-14). 

Regarding claim 1 1 , Ikeda and Henein et al do not teach an elastic member 
arranged between the compressor housing and the switching element. Kimura et al 
teach a "sheet 45 having relatively high elasticity, relatively high insulating performance 
and relatively high heat conductivity is interposed between the first housing element 21 
and the switching devices 44A of the motor drive circuit 41" (Kimura et al, paragraph 
41 ). Kimura et al also teach that the use of this elastic sheet in cooperation with the 
spacer 51 "appropriately presses the switching devices 44A against the bottom surface 
35A of the first housing element 21" (Kimura et al, paragraph 46, lines 4-8) and that the 
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use of elastic members provides "high resistance against vibration" (Kimura et al, 
paragraph 42, last line). Therefore, at the time of the invention, it would have been 
obvious to one of ordinary skill in the art to combine the elastic member of Kimura et al 
with the compressor of Ikeda and Henein in order to reduce vibration wear on the drive 
circuit. 

Regarding claim 17, the combined references teach the limitations that the 
adjusting member is made of resin, and that the method of assembly includes the steps 
of providing the resin (Kimura et al, paragraph 51 ) for the adjusting member between 
the circuit cover and the circuit board before the resin is hardened and attaching the 
circuit board to the circuit cover while the resin remains soft such that the thickness of 
the adjusting member between the circuit cover and the circuit board is adjusted. 

Regarding claim 18, the combined references teach the limitation that the step of 
arranging the adjusting member includes arranging a spacer between the circuit cover 
and the circuit board and that the spacer is selected from a plurality of spacers having 
different thicknesses (Kimura et al, paragraph 47). 

Allowable Subject Matter 

25. Claims 2-3 and 13 are objected to as being dependent upon a rejected base 
claim, but would be allowable over the art of record if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 
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26. The following is a statement of reasons for the indication of allowable subject 
matter: the limitation of a fastener allowing the motor driving circuit to move toward the 
circuit cover is not shown in the prior art of record. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Philip E. Stimpert whose telephone number is (571) 
270-1890. The examiner can normally be reached on Mon-Fri 8:00AM-5:00PM, Alt. 
Fridays, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Jackson can be reached on (571) 272-4697. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 





PES (1 May 05) 



